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Response to Arguments 

1. Applicant's arguments, see the remarks pages 2-4, filed April 20, 2005, with respect to 
the rejection(s)of claim(s) 1-18 under 35 USC 103 have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further consideration, 
a new ground(s) of rejection is made in view of Skinner (US Patent No. 6,661,920). 

Claim Suggestions 

2. Claims 1,13 and 1 5 include a recitation of the intended use (i.e., adapted to) of the 
claimed invention which must result in a structural difference between the claimed invention and 
the prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative difference as 
compared to the prior art. See In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) and In re 
Otto, 312 F.2d 937, 939, 136 USPQ 458, 459 (CCPA 1963). Replacing it with "configured to or 
arranged to" may modify the claim language "adapted to". 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

While claims 4-5 and 9-10 recite the Hmitation "at least one activatable menu control 
associated with a multiplicity of said activatable controls and at least one activatable menu 
control associated with a multiplicity of other activatable menu controls, only a cursory is 
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mentioned on page 2, lines 1 1-17 of the specification. It is unclear how and why the menu 
control is associated with the activatable controls. Please clarify. 

4. rejected under 35 U.S. C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which appUcant regards as the 
invention. 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent imless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall liave the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1-3, 6, 8, 1 1-14 and 17-18 are rejected under 35 U.S.C 102(e) as being 
anticipated by Skinner (6,661,920). 

With regard to claim 1, Skinner discloses a handwriting recognition input system (See for 
example. Fig. 6) comprising: 

a handwriting input area (See for example, item 105, 310 and/or 410, in Figs. 2 and 6-7); 
and a plurality of activatable controls (which correspond to item 106a and 106b, for example) 
each being associated with a different reference library, i.e., alphabetic character, numeric 
character and punctuation character, and each adapted to recognizing characters input on said 
handwriting input area as belonging to said associated reference library (when numeric data is 
entered, region 2 or 106b will be activated and the numeric data entered by a user will be 
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recognized as numbers, and if on the other hand, an alphabet is entered region would be activated 
and recognized as letters) (See Figs. 2 and 6-7; and col 7, line 41 - col. 8, line 6). 

With regard to claim 2, a handwriting recognition input system according to claim 
wherein at least one of said plurality of activatable controls is a software control (See for 
example, item 315, in Fig. 6). 

With regard to claim 3, a handwriting recognition input system according to claim 1, 
wherein at least one of said plurality of activatable controls is a hardware control (See item 106, 
in Figs. 2 and 6). 

With regard to claim 6, - A personal digital assistant, i.e., portable or palmtop computer, 
having a handwriting recognition input system according to claim 1 (See Figs. 1-3). 

With regard to claim 8, a plurality of activatable controls (which correspond to item 106a 
and 106b, for example) each associated with a reference library, i.e., alphabetic character and 
numeric character,; and a handwriting recognition unit for controlling handwriting recognition in 
accordance with at least one activated control (when numeric data is entered, region 2 or 106b 
will be activated and the numeric data entered by a user will be recognized as numbers, and if on 
the other hand, an alphabet is entered region would be activated and recognized as letters) (See 
Figs. 2 and 6-7; and col. 7, line 41 - col. 8, line 6). 

Claim 1 1 is rejected the same as claim 6. Thus, argument similar to that presented above 
for claim 6 is equally applicable to claim 11. 

With regard to claim 13, a personal digital assistant, i.e., handheld, portable or 
palmtop computer (See Figs. 1-3), comprising: a housing (which reads on Fig. 2a); a handwriting 
input area mounted on said housing (See for example, item 105, in Fig, 2a); a plurality of 
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activatable controls (which correspond to item 106a and 106b5 for example) each being 
associated with a different reference library, i.e., alphabetic character and numeric character, and 
each adapted to recognizing characters input on said handwriting input area as belonging to said 
associated reference library (when numeric data is entered, region 2 or 106b will be activated and 
the numeric data entered by a user will be recognized as numbers, and if on the other hand, an 
alphabet is entered region would be activated and recognized as letters) (See Figs. 2 and 6-7; and 
col. 7, line 41 - col. 8, line 6). 

With regard to claim 14, a personal digital assistant, i.e., handheld, portable or palmtop 
computer (See Figs. 1-3), comprising, a housing (which reads on Fig. 2a); a plurality of 
activatable controls (which correspond to item 106a and 106b, for example) each associated with 
a reference library, i.e., alphabetic character and numeric character,; and a handwriting 
recognition unit for controlling handwriting recognition in accordance with at least one activated 
control (when numeric data is entered, region 2 or 106b will be activated and the numeric data 
entered by a user will be recognized as numbers, and if on the other hand, an alphabet is entered 
region would be activated and recognized as letters) (See Figs. 2 and 6-7; and col. 7, line 41 - 
col. 8, line 6). 

With regard to claim 17, selecting at least one character set from among a plurality of 
character sets, and recognizing at least one character using said at least one selected character set 
(See for example, col. 7, line 55 through col. 8, line 41; and col. 9, lines 30-42). 

With regard to claim 18, claim 1 encompasses the limitation of this claim except claim 18 
is a method claim. Thus, argument similar to that presented above for claim 1 is equally 
appHcable to claim 18. 
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Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 7, 12 and 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Skinner (6,661,920) in view of Krieter (5,526,41 1). 

With regard to claim 15, Skinner discloses all of the claimed subject matter as already 
addressed above for claim 13, and the arguments are not repeated herein, but are incorporated by 
reference. Skinner does not expressly call for a mobile telephone. However, Krieter (col. 4, line 
53 - col. 5, line 13) teaches this feature. Therefore, it would have been obvious to one having 
ordinary skill in the art to incorporate the teaching as taught by Krieter into the system of 
Skinner, and to do so would at least provide an integrated portable phone and personal 
computing device having a handheld body structure that allows the device to be comfortably held 
as a telephone receiver (See for example, col. 2, lines 38-41). 

Claims 7 and 12 are rejected the same as claim 15. Thus, argument similar to that 
presented above for claiml5 is equally applicable to claims 7 and 12. 

Claim 16 is rejected the same as claim 14. Thus, argument analogous to that presented 
above for claim 14 is equally applicable to claim 16. Claim 16 distinguishes from claim 14 only 
in that it recites a mobile telephone, and Krieter (See col 4, line 53 - col. 5, line 13) teaches this 
feature. 
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Conclusion 



9. 



The prior art made of record and not relied upon is considered pertinent to applicant's 



disclosure. US Patent Numbers: 5,049,862 and 5,561,446. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL G. MARIAM whose telephone number is 571-272- 
7394. The examiner can normally be reached on M-F (7:00-4:30) FIRST FRIDAY OFF. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, BHAVESH M. MEHTA can be reached on 571-272-7453. The fax phone number 
for the organization where this appHcation or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubHshed appHcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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